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PETITION UNDER 37 CFR § 1.183 
FOR SUSPENSION OF RULES 

Dear Sir: 

This is a petition under 37 CFR § 1 . 1 83 for suspension of the Patent Rules of the Code 
of Federal Regulations ("Patent Rules 1 '). The fee of § 1.17(f) is being concurrentiy paid. The 
rules the present petition seeks to suspend, include among others, § 1.32, § 3.71 and § 3.73, 
which relate to "Power of attorney", "Prosecution by assignee" and "Establishing the right of 
assignee to take action", respectively. 

Certain assignments of ownership, relating to the present application, were subject to 
erratum, which may have affected their validity, and may have therefore caused incompliance 
with the Patent Rules. Further, certain assignments were previously not properly recorded 
with the U.S.P.T.O. The present petition seeks ratification of all past actions that were taken 
in prosecution of this application, notwithstanding any incompliance with the Patent Rules 
caused by the errors relating to the assignments. 
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Background 

The present application ("'206 Application") was original filed on December 18, 
1998, naming Heidi Kay and Russell Fraden as inventors. Kay and Fraden assigned the '206 
Application and all inventions disclosed therein to Flycast Communication Corporation, a 
California corporation ("Flycast-CA"). The assignment was recorded with the U.S.P.T.O., a 
copy of which is attached hereto as Exhibit A. On April 30, 1999, Flycast-CA merged into 
Flycast Communications Corporation, a Delaware corporation, ("Flycast-DE"). Regrettably, 
the merger was not recorded with the U.S.P.T.O. 

In January of 2000, Flycast-DE was acquired by Engage Technologies, Inc. On April 
27, 2000, Engage Technologies, Inc. changed its name to Engage, Inc ( 4< Engage"). 

On July 10, 2001, Flycast-DE executed an intra-company assignment, assigning the 
'206 Application to Engage. The assignment was recorded with the U.S.P.T.O, a copy of 
which is attached hereto as Exhibit B. Regrettably, the assignment incorrectly named 
Flycast-DE as "Flycast Communication Corporation, a California corporation", essentially the 
name of the company that had merged into Flycast-DE. Further, the assignment incorrectly 
named Engage with its prior name of Engage Technologies, Inc. The assignment was subject 
to other possible errors as well, such as failing to elaborate about the assignment of all 
"inventions disclosed in the application". The lack of conscientiousness in drafting the 
assignment was undoubtedly because of it being an intra-company transaction. 

Separately, a different application relating to this petition, Application No. 09/787,979 
("'979 Application"), naming David W. Roth, and Dylan F. Salisbury as inventors, was 
assigned to Orst, Inc. on January 20, 1997. The assignment was recorded with the U.S.P.T.O, 
a copy of which is attached hereto as Exhibit C. On April 8, 1997, Orst, Inc. changed its 
name to Flycast Communication Corporation (i.e. the aforementioned Flycast-CA). All 
inventions disclosed in the '979 Application were also included in the '206 Application. 

On June 12, 2001, Fycast-DE assigned the '979 Application to Engage. The 
assignment was recorded with the U.S.P.T.O, a copy of which is attached hereto as Exhibit D. 
Regrettably, the assignment incorrectly named Flycast-DE as Orst, Inc., which as noted, was 
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Application No.: 09/216,206 



Art Unit: 3622 



the old name for Flycast-CA. The assignment was subject to other possible errors as well, 
such as failing to elaborate about the assignment of all "inventions disclosed in the 
application". The lack of conscientiousness in drafting the assignment was undoubtedly 
because of it being an intra-company transaction. 

On February 20, 2003, Engage executed a Patent Purchase Agreement with BEH 
Investments LLC ("BEH"), pursuant to which Engage was required to assign all rights to the 
'979 Application (which had already issued into U.S. Patent No. 6,285,987) and '206 
Application, and all inventions disclosed therein to BEH. Concurrent with the Patent 
Purchase Agreement, Engage executed an assignment of the '206 Application and '979 
Application, and all inventions disclosed therein. 

On June 19, 2003, Engage, and five of its subsidiaries, including Flycast-DE, filed for 
Chapter 1 1 Bankruptcy protection in the United States District Court of Massachusetts. 
Subsequently, Mr. Craig R. Jalbert was appointed Liquidating Supervisor of the consolidated 
estates of Engage and its subsidiaries. 

On March 13, 2006, Messrs. Roth and Salisbury, the inventors of the '979 
Application, were added as inventors to the '206 Application. This was a result of the 
inventions of Messrs. Roth and Salisbury being claimed in the '206 Application. The 
inventions of Roth and Salisbury claimed in the '206 Application were also disclosed in the 
'979 Application, and were as such, subject to the assignments relating to the '979 
Application. 

In and about May of 2006, a principal of BEH became aware of the errors in the 
assignments of the '206 Application and the '979 Application from Flycast-DE to Engage. 
BEH asked the Liquidating Supervisor to execute a conditional assignment, in order to 
remove any doubt about BEH's ownership in the inventions of the '206 Application and '979 
Application. The Liquidating Supervisor executed such an assignment on June 14, 2006, and 
a supplemental assignment on July 12, 2006. The assignments were recorded with the 
U.S.P.T.O., copies of which are attached hereto as Exhibit E. 



-3- 

PACE 5/20 • RCVD AT 1 1/24/2006 1 :46:04 AM [Eastern Standard TimeJ * SVR:USPTO-EFXRF-2/0 * DNIS:2738300 * CSID:(718) 504-9671 * DURATION (mm-ss): 10-08 



Application No.: 09/216,206 



Art Unit: 3622 



Petition 

Because of the errors in the assignments, failure of Assignee to record certain 
assignment with the U.S.P.T.O., and failure of Assignee to file correct statements under 
§ 3.73(b), the present application may have been in incompliance with the Patent Rules. In 
view of the extraordinary situation and in the spirit of justice, Petitioner respectfully petitions 
the Director to ratify, to the extent necessary, all prior actions of the present application, 
notwithstanding any incompliance with the Patent Rules. 

Dated: November 24, 2006 Respectfully submitted, 

/Benzion A. Wachsman/ 

Benzion A. Wachsman 
General Manager 
BEH Investments LLC * 
Tel.: (718) 928-2213 
Fax: (718)504-9671 



* a Statement under 37 CFR § 3.73(b) 
is being submitted herewith 
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EXHIBIT A 
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ASSIGNMENT 



In consideration of good and valuable consideration, the receipt of which is hereby 
acknowledged, we the undersigned, 

Heidi Kay whose address is 2025 Francisco Street, Apt. I, Berkeley, CA 947Q9 
Russell Fradin whose address is 3600 Fillmore St. Apt. 303, San Francisco. CA 94123 

1 . Hereby sell, assign and transfer to FLYCAST COMMUNICATIONS CORP. . a corporation 
of California, having a place of business at 181 Fremont St.. Suite 200. San Francisco, CA 
94105 . its successors, assigns and legal representatives, the entire right, title and interest for 
the United States and all foreign countries: 

(a) in and to any and all inventions which are disclosed in the application for United States 
Letters Patent, which was executed by the undersigned and is: 

Entitled: OPTIMIZED INTERNET ADVERTISING USING HISTORY TO SELECT 



Docket Number: EWG-079 

(b) in and to said application and all divisional, continuing, substitute, renewal, reissue, and all 
other applications for Letters Patent which have been or shall be filed in the United States and 
all foreign countries on any of said inventions; and (c) in and to all original and reissued 
patents which have been or shall be issued in the United States and all foreign countries on 
said inventions; 

2. Agree that said Assignee may apply for and receive Letters Patent for said inventions in its 
own name; and that, when requested, (at the expense of said Assignee, its successors, 
assigns and legal representatives), the undersigned will execute all divisional, continuing, 
substitute, renewal, reissue, and all other patent applications on any and all said inventions; 
execute all rightful oaths, assignments, powers of attorney and other papers; communicate to 
said Assignee, its successors, assigns, and representatives, all facts known to the 
undersigned relating to said inventions and the history thereof; and generally do everything 
reasonable which said Assignee, its successors, assigns or representatives shall consider 
desirable for aiding in securing and maintaining proper patent protection for said inventions 
and for vesting title to said inventions and all applications for patents and all patents on said 
inventions, in said Assignee, its successors, assigns and legal representatives; and 

3. Covenant with said Assignee, its successors, assigns and legal representatives that no 
assignment, grant, mortgage, license or other agreement affecting the rights and property 
herein conveyed has been made to others by the undersigned, and that full right to convey the 
same as herein expressed is possessed by the undersigned. 




Date: iZj 14 (3K 



Signature 




rteidi Kay 




Russell Fradin 
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ASSIGNMENT OF UNITED STATES PAT ENTS AND PATENT APPLICATIONS 

Whereas Flycast Communications, a California corporation, having a place of business 
in 181 Fremont Street, Suite 200, San Francisco, CA 94107 (hereinafter "Assignor") is the sole 
owner of the entire right, title and interest in and to the United States Patent Application No. 
09/216,206 (hereinafter "Patent") recorded at the United States Patent and Trademark Office at 
Reel 9682 and Frame 0336; and 

Whereas Engage Technologies, Inc., a Delaware corporation, having a place of business 
in 100 Brickstone Square, Andover, MA 01810 (hereinafter "Assignee") is desirous of acquiring 
the entire right, title and interest in and to the Patent. 

NOW, THEREFORE, for good and valuable consideration, the receipt of which is hereby 
acknowledged, the Assignor has sold, assigned and transferred, and by these presents does 
hereby sell, assign and transfer Assignor's entire right, title and interest in and to the Patent and 
all reissues and extensions thereof, including all claims, if any, which may have arisen for 
infringement of the patent prior to the date of this assignment, all said rights to be held and 
enjoyed by the Assignee for its own use and for the use of its successors, assigns or other legal 
representatives, to the full end of the term for which the patent has been or will be granted, 
extended or reissued, as fully and entirely as the same would have been held and enjoyed by the 
Assignor if this assignment and sale had not been made. 

Assignor further agrees that Assignor will, without demanding any further consideration 
therefor, at the request but at the expense of Assignee, do all lawful and just acts, including the 
execution and acknowledgment of instruments, that may be or become necessary for obtaining, 
sustaining, or reissuing the Patent, and for maintaining and perfecting Assignee's right to the 



IN WITNESS WHEREOF, Assignor has caused these presents to be signed by its duly 
authorized officer below named effective as of the date written below. 



Patent. 




(Signature) 



„v. Mite Aj/iw 



(Print name of authorized person signing) 




8557829.1 



PAGE 10/20 » RCVD AT 11/24/2006 1:46:04 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/0 * DNIS:2738300 * CSID:(718) 504-9671 * DURATION (mm-SS):10-08 



EXHIBIT C 



PACE 11/20 * RCVD AT 11/24/2006 1:46:04 AM [Eastern Standard Time] * SVR:USPTO-EFXRF-2/0 " DNIS:2738300 " CSID:(718) 504-9671 



* DURATION <mm-ss):10-08 



ASSIGNMENT 



In consideration of good and valuable consideration, the receipt o( which is hereby 
acknowledged, we the undesigned, 
David William Roth 

whose «Mre»» it M80 Fillmore St. »304. ftip Francisco. CA 94123. and 
DvUn Stlisbury 

whs>»» adck*» » 2854 Golden Gite Ave,, San Francisco, CA 941 1 8 

1 . Hereby sen, assign end transfer to Orst log, t corporation of California, hiving a piece 
of business at 123 Townfr efld $k §M*fr ?26 r frm Ffancfrco- CA 941 D7. Its successors, 
assigns end legal representatives, the entire right. Utte and interest tor the United Stales and 
ad foreign countries: 

(a) in and to any and ail inventions which are disclosed in the application for United States 
Letters Patent, which was executed by the undersigned and is: 

Entitled: i lnlern^ ftflvertjslno System 

Date Executed: 3lo T** 
Dockct Number: €WG-053 

(b) in and to said application and all divisional, continuing, substitute, renewal, reissue, and aft 
other applications for Letters Patent which nave been or shall be filed in the United States and 
all foreign countries on any of said inventions; and (c) in and to all original and reissued 
patents which have been or shall be issued in the United States and all foreign countries on 
said inventions; 

2. Agree that said Assignee may apply for and receive Letters Patent lor said inventions In its 
own name; and that, when requested, (at the expense of said Assignee, its successors, 
assigns and legal representatives), the undersigned wifl execute all divisional, continuing, 
substitute, renewal, reissue, and all other patent applications on any and ail said inventions; 
execute all rightful oaths, assignments, powers of attorney and other papers; communicate to 
said Assignee, its successors, assigns, and representatives, all facts known to lhe 
undersigned retaiog to said inventions and the history thereof; and generally do everything 
reasonable which said Assignee, rts successors, assigns or representatives shall consider 
desirable for aiding en securing and maintaining proper patent protection for said inventions 
and for vesting title to said inventions and alt applications for patents and alt patents on said 
inventions, in said Asaignee t !its successors, assigns and legal representatives, and 

3. Covenant with said Assignee, its successors, assigns and legal representatives that no 
assignment, grant, mortgage', license or other agreement affecting lhe rights and property 
herein conveyed has been made to others by the undersigned, and that full right to convey the 
seme as herein expressed is possessed by the undersigned 



Date: 29^1^22. 
Date: U 




c viYCAST\cos>.Fi**oai*aaK i * 
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ASStGNMENT OFUNIT RT> STATES PATENTS AND PATENT APPLICATIONS 

Whereas, Orst Iric, (aka Flycast Communications), a California corporation, having a 
plate of business in 123 Townsend Street, Suite 226, San Francisco, CA 94107 (hereinafter 
"Assignor") is the sole owner of the entire right, title and interest in and to the United States 
Patent Application No. 08/787,979 (hereinafter "Patent"); and 

Whereas, Engage Inc, a Delaware corporation, having a place of business in 100 
Brickstone Square, Andover, MA 01810 (hereinafter "Assignee* 1 ) is desirous of acquiring the 
entire right, title and interest in and to the Patent 

NOW, THEREFORE, for good and valuable consideration, the receipt of which is hereby 
aclmowledged, the Assignor has sold, assigned and transferred, and by these presents does 
hereby sell, assign and transfer Assignor's entire right, title and interest m and to the Patent and 
all reissues and extensions thereof; including all dawns, if any, which may have arisen for 
infringement of the patent prior to the date of this assignment, all said nghtstobe held and 
entoyed by the Assignee for its own use and for the use of its successors, assigns or other legal 
renresentstives, to the ftill end of the term for which the patent has been or will be granted 
extended or reissued, as fully and entirely as the same would have been held and enjoyed by the 
Assignor if this assignment and sale had not been made. 

Assignor further agrees that Assignor will, without demanding my fhtther consWeratioti 
therefor, at the request but at the expense of Assign, do all lawful and just acts, ^eluding the 
execution *id acknowledgment of instruments, that may be 

sustaining, or reissuing the Patent, and formamtaining and perfecting Assignee s right to the 
Patent, 

IN WITNESS WHEREOF, Assignor has caused these presents to be signed by its duly 
authorized officer below named effective as of the d^te written below. 




(Signature) 

BY: M* M&f . 

. (Print name of authorized person signing) 

(Title) 

Date: '2-, 2COV 



ROTBZV.l 

PATENT 

REEU 01 20M FRAME: Q210 
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ASSIGNMENT OF PATENT RIGHTS 



This Agreement ("Agreement") is made and entered into by and between BEH Investments 
LLC, a Delaware limited liability corporation having an address at 1652 48 th Street, Brooklyn, NY 
11204, ("BEH") and Craig R. Jalbert, the Liquidating Supervisor (the "Liquidating Supervisor") of 
and on behalf of Engage, Inc., a Delaware corporation ("Engage") and five of its wholly owned 
domestic subsidiaries, which include among others, Flycast Communications Corporation, a 
Delaware corporation ('Tlycast") (collectively the "Debtors"), the debtors and debtors in possession 
in the Chapter 11 bankruptcy cases styled In re Engage, Inc., et al. Case Nos. 03-43655-JBR 
through 03-43657-JBR, 03-43659-JBR, 03-43661-JBR and 03-43662-JBR (the "Bankruptcy 
Cases"), pending in the United States Bankruptcy Court for the District of Massachusetts, Western 
Division (the * 'Bankruptcy Court"). 

WHEREAS, pursuant to an agreement dated June 12, 2001 (First '01 Assignment), Rycast 
assigned to Engage, all of Flycast's right, title and interest in and to United States Patent 
Application No. 08/787,979, now United States Patent No. 6,285,987 (the '987 Patent). 

WHEREAS, pursuant to an agreement dated July 10, 2001 (Second '01 Assignment), 
Flycast assigned to Engage, all of Rycast' s right, title and interest in and to United States Patent 
Application No. 09/216,206 (the '"206 Application")- 

WHEREAS, pursuant to an agreement dated July 10, 2001 (Third '01 Assignment), Flycast 
assigned to Engage, all of Flycast' s right, title and interest in and to United States Patent 
Application No. 09/372,416, (the '"416 Application 11 ). The '987 Patent, the '206 Application and 
the '416 Application are collectively referred to herein as the Patents. 

WHEREAS, on or about February 20, 2003, Engage and BEH entered into a certain Patent 
Purchase Agreement and into a certain Assignment of Patent Rights (the *Tatent Purchase 
Agreement" and the '"03 Assignment" respectively), pursuant to which, among other things, 
Engage assigned to BEH all of Engage's right, title and interest in and to the Patents and in and to 
all the inventions described therein; 

WHEREAS, on or about June 19, 2003, the Debtors commenced the Bankruptcy Cases by 
filing voluntary petitions under Chapter 11 of Title 11 of the United States Code ("Bankruptcy 
Code"); 

WHEREAS, on May 20, 2004, the Bankruptcy Court entered a certain Order Confirming 
Debtors' Second Amended Plan Of Liquidation Under Chapter 11 of The Bankruptcy Code, Dated 
March 30, 2004, (the "Confirmation Order" and the "Plan" respectfully) pursuant to which, among 
other things, the Debtors' Bankruptcy Cases, upon effective date of the Plan, were deemed to be 
consolidated into a single proceeding, which as a result of such consolidation, all assets and 
liabilities of the Debtors are deemed to be merged, and any obligation of any of the Debtors is 
deemed to be one obligation of the consolidated Debtors; 

WHEREAS, BEH has discovered an error in the First '01 Assignment, wherein Flycast was 
improperly named as "Orst, Inc., a California corporation" (Orst, Lac. was an old name for 'Flycast 
Communications Corporation, a California corporation", which prior to the '01 Assignment had 
merged into "Flycast Communications Corporation, a Delaware corporation"); 
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WHEREAS, BEH has further discovered an error in each of the Second '01 Assignment and 
• Third *01 Assignment, wherein Flycast was improperly named as "Flycast Communications, a 
California corporation"; 

WHEREAS, the Liquidating Supervisor on behalf of the Debtors is desirous of abiding to 
and making fully affective the terms of the Patent Purchase Agreement; 

NOW THEREFORE, upon the foregoing premises and for other good and valuable 
consideration, the receipt of which is hereby acknowledged, the Liquidating Supervisor hereby 
agrees and covenants to the following: 

1. The Liquidating Supervisor for and on behalf of the Debtors and * their 
consolidated estates, hereby acknowledges that Flycast was the assignor in the First '01 
Assignment, the Second '01 Assignment and the Third "01 Assignment (collectively the m 01 
Assignments), and that pursuant to the '01 Assignments, Flycast assigned to Engage all of 
Flycast' s right, title and interest in and to the Patents. 

2. To the extent any of the *01 Assignments is found or held to be void or 
unenforceable, or to the extent that notwithstanding the '01 Assignments, the Patent Purchase 
Agreement and the '03 Assignment, BEH is not deemed or held to be the owner of the entire 
right, title and interest in and to the Patents and in and to all the inventions disclosed therein, the 
Liquidating Supervisor for and on behalf of the Debtors and their consolidated estates, does 
hereby sell, assign, and transfer to BEH, and its successors and assigns, the entire right, title and 
interest in and to any and all inventions that are disclosed in the Patents and in and to all original 
and reissued patents that have been or shall be issued in the United States and all foreign countries 
on said inventions; and in and to all rights of priority resulting from the filing of said Patents, and, 
the Liquidating Supervisor for and on behalf of the Debtors and their consolidated estates, hereby 
agrees that BEH, and its successors and assigns, may apply for and receive a patent or patents for 
said inventions in its own name, and, the Liquidating Supervisor for and on behalf of the Debtors 
and their consolidated estates, hereby authorizes and requests the Commissioner for Patents to 
issue any and all Patents of the United States on said inventions to BEH as assignee of the entire 
interest. 

3. This Agreement shall be governed by and construed in accordance with the laws 
of the Commonwealth of Massachusetts, without reference to its choice of law rules. 

In Witness Whereof, the Liquidating Supervisor has duly executed this Agreement as of 
the date written below. 




By: Craig R. Jalbert, as Liquidating Supervisor, 
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ASSIGNMENT OF PATENT RIGHTS 

This Agreement ("Agreement") is made and entered into by and between BEH Investments 
LLC, a Delaware limited liability corporation having an address at 1652 48 ,h Street, Brooklyn, NY 
1 1204, ("BEH") and Craig R. Jalbert, the Liquidating Supervisor (the "Liquidating Supervisor") of 
and on behalf of Engage, Inc., a Delaware corporation ("Engage") and five of its wholly owned 
domestic subsidiaries, which include among others, Flycast Communications Corporation, a 
Delaware corporation ("Flycast") (collectively the "Debtors"), the debtors and debtors in 
possession in the Chapter 1 1 bankruptcy cases styled In re Engage. Inc., et al, Case Nos. 03-43655- 
JBR through 03-43657-JBR, 03-43659-JBR, 03-43661 -JBR and 03-43662- JBR (the "Bankruptcy 
Cases"), pending in the United States Bankruptcy Court for the District of Massachusetts, Western 
Division (the "Bankruptcy Court"). 

WHEREAS, pursuant to an agreement dated June 12, 2001 ("First '01 Assignment"), 
Flycast assigned to Engage, all of Flycast's right, title and interest in and to United States Patent 
Application No. 08/787,979, now United States Patent No. 6,285,987 (the '987 Patent); 

WHEREAS, pursuant to an agreement dated July 10, 2001 ("Second '01 Assignment") 
Flycast assigned to Engage, all of Flycast's right, title and interest in and to United States Patent 
Application No. 09/216,206 (the '"206 Application"); 

WHEREAS, pursuant to an agreement dated July 10, 2001 ("Third '01 Assignment") 
Flycast assigned to Engage, all of Flycast's right, title and interest in and to United States Patent 
Application No. 09/372,416, (the "'416 Application"). The '987 Patent, the '206 Application and 
the 416 Application are collectively referred to herein as the Patents; 

WHEREAS, on or about February 20, 2003, Engage and BEH entered into a certain Patent 
Purchase Agreement and into a certain Assignment of Patent Rights (the "Patent Purchase 
Agreement'' and the "'03 Assignment" respectively), pursuant to which, among other things 
Engage assigned to BEH all of Engage's right, title and interest in and to the Patents and in and to 
all the inventions described therein; 

WHEREAS, on or about June 1 9, 2003, the Debtors commenced the Bankruptcy Cases by 
fihng voluntary petitions under Chapter 1 1 of Title 1 1 of the United States Code ("Bankruptcy 

Debtor,^^' 2 °'~?*' the Bankru P tcv Court e^red a certain Order Confirming 

30 2(S Srr? Under Chapter 1 1 of The Bankruptcy Code. Datj 

March 30, 2004, (the Confirmation Order" and the "Plan" respectfully) pursuant to which amone 
other things the Debtors' Bankruptcy Cases, upon effective d*e of me Plan were deeraedTo te 

Sut of rVhf^ ^r*^' WHiCh 35 a rCSUlt ° f SUCh -nsolirot^ts an? 
liabilities of the Debtors are deemed to be merged, and any obligation of any of the Debtors is 
deemed to be one obligation of the consolidated Debtors; motors is 

WHEREAS, BEH has discovered an error in the First '01 Assignment wherein Flvcast w*« 
improperly named as "Orst, Inc., a California corporation" (Orst, Inc v^an olTname for "Rvc^t 
Communications Corporation, a California corporation", which prior £ Si "l ^^SsiSmenS 
merged into "Flycas, Communications Corporation, a Delaware co^omL")- ASS,gnment had 
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WHEREAS, BEH has further discovered an error in each of the Second '01 Assignment 
and Third '01 Assignment, wherein Flycast was improperly named as "Fl yeast Communications, a 
California corporation"; 

WHEREAS, on June 14, 2006, the Liquidating Supervisor executed a certain Assignment 
of Patent Rights ("'06 Assignment"), pursuant to which terms, all Patents and all inventions 
disclosed therein where assigned to BEH; 

WHEREAS, the Liquidating Supervisor on behalf of the Debtors is desirous of making 
fully affective the intent of the Patent Purchase Agreement; 

NOW THEREFORE, upon the foregoing premises and for further good and valuable 
consideration, the receipt of which is hereby acknowledged, the Liquidating Supervisor hereby 
agrees and covenants to the following: 

1. The Liquidating Supervisor for and on behalf of the Debtors and their consolidated 
estates, hereby acknowledges that Flycast was the assignor in the First '01 Assignment, the Second 
*01 Assignment and the Third '01 Assignment (collectively the "'0] Assignments"), and that 
pursuant to the '01 Assignments, Flycast assigned to Engage all of Flycast's right, title and interest 
in and to the Patents. 



2. To the extent any of the '01 Assignments and '06 Assignment is found or held to be 
void or unenforceable, or to the extent that notwithstanding the '01 Assignments, the Patent 
Purchase Agreement, the '03 Assignment and the '06 Assignment, BEH is not deemed or held to be 
the owner of the entire right, title and interest in and to the Patents and in and to all the inventions 
disclosed therein, the Liquidating Supervisor for and on behalf of the Debtors and their 
consolidated estates, does hereby sell, assign, and transfer to BEH, and its successors and assigns, 
the entire right, title and interest in and to any and all inventions that are disclosed in the Patents 
and in and to any and all original and reissued patents that have been or shall be issued in the 
United States and all foreign countries on said inventions; and in and to any and all rights of 
priority resulting from the filing of said Patents, and, the Liquidating Supervisor for and on behalf 
of the Debtors and their consolidated estates, hereby agrees that BEH, and its successors and 
assigns, may apply for and receive a patent or patents for said inventions in its own name, and, the 
Liquidating Supervisor for and on behalf of the Debtors and their consolidated estates, hereby 
authorizes and requests the Commissioner for Patents to issue any and all Patents of the United 
States on said inventions to BEH as assignee of the entire interest. 

3. This Agreement shall be governed by and construed in accordance with the laws of 
the Commonwealth of Massachusetts, without reference to its choice of law rules. 

In Witness Whereof, the Liquidating Supervisor has duly executed this Agreement as of the 
date written bel'— 




(Signani 



By; Craig R. Jalbert, as Liquidating Supervisor, 
of Engage, Inc., et al. 



engage, i 



Date 7/**| Pig 
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CENTRAL FAX CENTER 

NOV 2 4 2006 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
David William Roth et al. 

Application No.: 09/216,206 Confirmation No.: 1079 

Filed: December 18, 1998 Group Ait Unit: 3622 

For: INTERNET ADVERTISING SYSTEM Examiner: James W. Van Bramer 

STATEMENT UNDER 37 CFR $ 3.73(b) 

BEH Investments LLC, a Delaware limited liability corporation, states that it is the assignee of 
the entire right, title and interest in the patent application identified above, by virtue of a chain of title 
from the inventor of the patent application identified above, to the current assignee as shown below: 

1. From: David W. Roth, Dylan F. Salisbury To: Orst. Inc. 



The document was recorded in the United State Patent and Trademark Office at 
Real 008368 , Frame 0113 . 

2. From: Orst, Inc. To: Flvcast Communications Corp. 

The document was recorded in the United State Patent and Trademark Office at 
Real 009836 . Frame 0118 . 

3. From: Flvcast Communications Corporation fa California corporation) 

To: Flvcast Communications Corporation fa Delaware corporation) 

The document was recorded in the United State Patent and Trademark Office at 
Real 017811 , Frame 0238 . 

4. From: Orst, Inc. To: Engage. Inc. 



The document was recorded in the United State Patent and Trademark Office at 
Real 011903 , Frame 0079. 

5. From: Engage. Inc. To: BEH Investm ents LLC : 

The document was recorded in the United Suite Patent and Trademark Office at 
Real 013895 . Frame 0778 . 

6. From: Craig R. Jalbert, Liquidating Supervisor To: BEH Investments LLC 

The document was recorded in the United State Patent and Trademark Office at 
Real 018535 . Frame 0073. 

The undersigned is duly authorized to act on behalf of Assignee. 

Dated: November 24, 2006 Respectfully submitted, 

S ignature : /Benzion A. Wachsman/ 
Benzion A. Wachsman 
General Manager 
(718)928-2213 
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